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Headlines 
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Patent Litigation – What’s a Patent 
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Patent Litigation – What’s a Patent 

Source: 123rf.com 
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Patent Litigation – What’s a Patent 

1st Inventor: 
Hamburger 

2nd Inventor: 
Cheeseburger 
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Example: Cheeseburger Patent 

What is claimed is: 
1. A method for making a layered  

sandwich, the method comprising: 
grilling a layer of ground beef; and  
melting a layer of cheese onto  
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Patent Litigation – Stages 

Pre-suit / 
Filing Discovery Contentions Expert 

Reports Motions Trial 

2 – 3 years 
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Pre-suit / Filing Contentions Expert 
Reports Motions Trial 

Plaintiff  
•  Cannot file suit without 

some investigation 

•  Study: your patents, their 
products, their patents 

Defendant 
•  Waiting 

•  Can file suit if plaintiff 
threatens suit 
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Pre-suit / Filing Contentions Expert 
Reports Motions Trial 

Plaintiff  
•  What do your claims say?   

•  Require “grilling” and 
“melting” 

•  What does the product have?  
•  Who grills v. who fries?  
•  Who grills burger patties 

with cheese v. who places 
cheese onto already grilled 
patties? 

•  Can your claims cover 
both? 

Defendant 
•  Waiting 

•  Can file suit if plaintiff 
threatens suit 
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Pre-suit / Filing Contentions Expert 
Reports Motions Trial 
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Pre-suit / Filing Contentions Expert 
Reports Motions Trial 

Plaintiff  
•  Plan licensing campaign 

•  Prove infringement 

•  Defend the patent 

•  Demand money 

•  Exclude competitor 

Defendant 
•  Prove no infringement 

•  Prove invalidity 

•  Attack the patent 

•  Diminish the value 

•  Design around 
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Pre-suit / Filing Contentions Expert 
Reports Motions Trial 

Plaintiff  
•  Plan licensing campaign 

•  Who makes and sells 
cheeseburgers? 

•  Prove infringement 
•  Investigate products 

•  Demand money 

•  Exclude competitor 
 

Defendant 
•  Prove no infringement 

•  Frying, not grilling. 
•  Cheese placed after 

frying. 

•  Prove invalidity 
•  Grilling cheeseburgers 

was well known 

•  Design around 
•  Place a layer of lettuce 

between the patty and 
cheese 
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Pre-suit / 
Filing Discovery Contentions Expert 

Reports Motions Trial 

Tools of Discovery 
•  Documents 

•  Interrogatories (Q & A) 

•  Requests for Admissions 
(Accusation and Yes/No) 

•  Depositions 

•  Subpoenas to third 
parties 

•  Ask the Court for Help 
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Pre-suit / 
Filing Discovery Contentions Expert 

Reports Motions Trial 

Plaintiff  
•  Source Code 

•  Schematics 

•  Financials 

•  Emails 

Defendant 
•  Prior Patents 

•  Prior Publications 

•  Prior 3rd party systems 

•  Licenses to the patents 

•  Emails 
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Pre-suit / 
Filing Discovery Contentions Expert 

Reports Motions Trial 
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Pre-suit / 
Filing Discovery Contentions Expert 

Reports Motions Trial 

Plaintiff  
•  Depose engineers 

•  Depose accountants 

•  Depose 3rd parties 

Defendant 
•  Depose inventors 

•  Depose patent 
attorneys 

•  Depose authors 

•  Depose 3rd party 
engineers 

•  Depose 3rd parties 
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Filing Discovery Contentions Expert 

Reports Motions Trial 
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Pre-suit / 
Filing Discovery Contentions Expert 

Reports Motions Trial 

Plaintiff   
•  Depose defendant’s cooks and 

chefs 

•  Depose accountants 

Defendant 
•  Depose inventors 

•  Depose patent attorneys 

•  Depose authors 

•  Depose 3rd parties who grilled 
and sold cheeseburgers before 

 



This presentation is not legal advice.  
Please consult an attorney. 19 

Pre-suit / 
Filing Discovery Contentions Expert 

Reports Motions Trial 

Plaintiff  
•  Infringement 

•  Technical features  
•  Source code 
•  Data sheets 
•  Product analysis 
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Pre-suit / 
Filing Discovery Contentions Expert 

Reports Motions Trial 
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Defendant 
•  Invalidity 

•  Teachings of prior art 
•  Patents 
•  Publications 
•  Systems  

•  Patent deficiencies  
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Pre-suit / 
Filing Discovery Contentions Expert 

Reports Motions Trial 

Plaintiff  
•  Infringement 

•  Technical analysis of 
the cheeseburger – 
what are the layers 
and how are they 
made 

•  Technical features  
•  Company recipes and 

cooking instructions 
•  Product analysis 
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Pre-suit / 
Filing Discovery Contentions Expert 

Reports Motions Trial 
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Defendant 
•  Invalidity 

•  Other companies made 
cheeseburgers before 

•  Many cookouts where 
cheeseburgers were 
made 

•  Teachings of prior art 
•  Cookbooks described 

making cheeseburgers 
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Pre-suit / 
Filing Discovery Contentions Expert 

Reports Motions Trial 

Plaintiff  
•  Broad claims 

•  Match products 

•  Protect patent 

Defendant 
•  Narrow claims 

•  Avoid products  
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Pre-suit / 
Filing Discovery Contentions Expert 

Reports Motions Trial 

Plaintiff  
•  Broader –  

•  Grilling includes frying 
•  Melting of cheese can occur 

through heat of already grilled 
burger 

Defendant 
•  Narrower – 

•  Grilling does not include 
frying 

•  Cheese must be melted 
during grilling  

 

What is claimed is: 
1. A method for making a layered  

sandwich, the method comprising: 
grilling a layer of ground beef; and  
melting a layer of cheese onto  
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Pre-suit / 
Filing Discovery Contentions Expert Reports Motions Trial 

Plaintiff ’s Expert 
•  Infringement Report 

•  Opinions  

•  Validity Report 
•  Opinions, Rebuttal 
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Defendant’s Expert 
•  Invalidity Report 

•  Opinions 

•  Noninfringement Report 
•  Opinions, Rebuttal 
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Pre-suit / 
Filing Discovery Contentions Expert Reports Motions Trial 

Plaintiff’s Expert 
•  Infringement Report 

•  Defendant grills  
and melts 

•  Validity Report 
•  The process of grilling and melting is 

novel 

26 

Defendant’s Expert 
•  Invalidity Report 

•  Grilling cheese burgers – not novel 
•  Several companies and individuals 

grilled cheeseburgers 

•  Noninfringement Report 
•  Defendant does not grill or melt 

cheese – entirely different product 
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Pre-suit / 
Filing Discovery Contentions Expert 

Reports Motions Trial 

Detour: USPTO Challenges 

Inter partes review 
•  Not Federal Court – USPTO 

•  Challenge validity - publications 

•  Fixed, speedy timetable (18 months) 

•  Judges have engineering degrees 

•  Trend: settling 

•  Less expensive 
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Pre-suit / 
Filing Discovery Contentions Expert 

Reports Motions Trial 

Detour: USPTO Challenges 

Inter partes review 
•  Have a panel of judges with a culinary 

education determine if grilling cheeseburgers 
is novel 
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Pre-suit / 
Filing Discovery Contentions Expert 

Reports Motions Trial 

Summary judgment 
•  Judge decides 

•  Factual record set  
•  No dispute 
•  Party lacks facts 

•  Invalidity 

•  Infringement 

•  Other legal theories 
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Pre-suit / 
Filing Discovery Contentions Expert 

Reports Motions Trial 

Summary judgment 
•  Factual Record Set 

•  Invalidity 
•  Tom grilled cheeseburgers at a 

cookout in 1997 
•  Tom sent invitations describing the 

cheeseburgers he would grill and 10  
people showed up and saw him grill 

•  Infringement 
•  Defendant’s cooks admit that they grill cheeseburgers 
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Pre-suit / 
Filing Discovery Contentions Expert 

Reports Motions Trial 
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Summary judgment – non-infringement example 
•  I did not do any testing of any kind 
•  Default register values show feature turned off 
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Pre-suit / 
Filing Discovery Contentions Expert 

Reports Motions Trial 
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Non-infringement example– 
Dolby AC-3 
•  “Absolute hearing threshold” – “an 

estimate of the level at which the 
quietest sounds can be perceived 
by the human auditory system” 

•  Dr. Karlheinz Brandenburg – 
hth curve not absolute hearing 
threshold 

•  Engineers – modified ISO 
curve 

•  Used thresholds differ 
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Pre-suit / 
Filing Discovery Contentions Expert 

Reports Motions Trial 
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Witnesses describe facts and tell story 
•  Experts 

•  Corporate representatives 

•  Other fact witnesses 
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Pre-suit / 
Filing Discovery Contentions Expert 

Reports Motions Trial 
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Witnesses are cross-examined 
•  Impeach 

•  Deposition testimony 
•  Prior statements 

•  Expose weaknesses 
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Pre-suit / 
Filing Discovery Contentions Expert 

Reports Motions Trial 
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Witnesses are cross-examined 
•  Expose weaknesses 

•  Has no grilling experience 
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Pre-suit / 
Filing Discovery Contentions Expert 

Reports Motions Trial 
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Jury decides between competing facts 
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Pre-suit / 
Filing Discovery Contentions Expert 

Reports Motions Trial 

Appeal 

Trial court decision can be appealed 
•  De novo 

•  Legal (e.g., claim construction) 

•  Clearly erroneous  
•  Findings of facts 

•  Abuse of discretion 
•  Including / excluding evidence 
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Pre-suit / 
Filing Discovery Contentions Expert 

Reports Motions Trial 

Any time – parties can settle 
•  Protect licensing campaign 
•  Risky to have motions come to 

decision 
•  Risky to try facts 
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Pre-suit / 
Filing Discovery Contentions Expert 

Reports Motions Trial 

So what’s this going to cost me? 
•  Patent case up to trial: $1.4M 
•  Patent case through trial: $2.1M 
•  IPR to file: $100k 
•  IPR through trial: $350k 
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